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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1 - 3, 5, 9, 12 - 15, 18, 23 - 25 and 27 - 35 are rejected under 35 
U.S.C. 102(e) as being anticipated by Chan etal. (US Patent 6,378,070 B1). 

3. In regard to claims 1, 9, 14, 18, 24, 27, 29, 31, 33, and 35, Chan discloses a 
method and network system using secure printing where the user uploads a selected 
document, identifying the intended recipient for the document, and, inherently, location 
information (Column 2 Lines 15-19). The location information is inherently uploaded 
with the print data information so that the system knows where the print data information 
is being uploaded from. This is mostly seen in offices and college campuses where 
multiple users from multiple computers are using the same printers. The printer must 
receive the location information in order to determine the proper identification 
information of the logged-in user requesting the print job. Once the proper identification 
information has been identified the printer would then print a cover page containing the 
identification information with the correlated print data information. 
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Chan also discloses that a smart card is used within the system as an option to 
retrieve the encrypted information (Column 5 Lines 6 - 9). As a result, it must be 
inherent that when an individual uploads the identification information of the intended 
recipient the system would, consequently, correlate the identification information with 
the key information (smart card). Furthermore, a document store is connected to the 
network, which receives and stores encrypted document files and associated user 
identities. "The document store 130 also receives requests to forward to specified 
locations encrypted document files having a specified identity (Column 3 Lines 54 - 
61)." Chan also discloses the recipient providing the printing apparatus with a second 
identifier (identification information) to receive documents from the print server (Column 
2 Lines 22 - 26). Once the second identifier is confirmed, which was inputted at the 
printing apparatus, the print data information is forwarded to the printing apparatus to 
have it printed (Column 2 Lines 27 - 34). 

4. In regards to claim 2, it is inherently included that if multiple computers are 
connected to the same network some type of identifier must be assigned to the 
computer, such as the IP Address or Network Address. 

5. In regards to claim 3, it is inherently included that when connecting a computer 
to an existing network the server must assign it an identifier, such as an IP Address or 
Network Address. 

6. In regard to claims 5, 12, 23, 25, 28, 30, 32, and 34, Chan discloses a directory 
server, which has access to a database of user-specific information, known as user- 
profiles (Column 3 Lines 35 - 37). "The directory server 120 is arranged to receive from 
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requesting processes requests for specific information for particular users, and returns 
the specific information to the requesting process, whenever possible (Column 3 Lines 
37 - 41)." Moreover, Chan discloses that it is, "...necessary for a printer to identify itself 
in enough detail that the billing system 150 could allocate billed funds to the printer's 
owner (Column 5 Lines 55 - 57)." 

7. In regards to claim 13, Chan discloses, "...the document store 130 can be a 
modified print spooler or print server process which has access to a large amount of 
data storage... (Column 3 Lines 62 - 64)." 

8. In regards to claim 15, Chan discloses a method and network system using 
secure printing where the user uploads a selected document, identifying the intended 
recipient for the document, and, inherently, location information (Column 2 Lines 15 - 
19). It is inherently included that when connecting a computer to an existing network 
the server must assign jt an identifier, such as an IP Address or Network Address. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 4 and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Chan et al. (US Patent 6,378,070 B1) in view of Newton (Newton's Telecom 
Dictionary 17 th Edition). 
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11. In regard to claims 4 and 36, it would have been obvious to one of ordinary skill 
at the time of the invention that if the printing network as disclosed by Chan were to be 
used in a hotel, a hotel server would be used. The function that is being carried out 
would be the same regardless of where the server is as is stated by Newton (Newton 
Page 614 -615 Server). 

12. Claims 6 - 8, 10 - 11, 16 - 17, 19, 20, 21 - 22, 26, and 37 - 38 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over Chan et al. (US Patent 6,378,070 
B1). 

13. In regard to claims 6 - 8, 10 - 11, 16 - 17, 19, 21 - 22, 26, and 37 - 38, it would 
have been obvious to one of ordinary skill at the time of the invention that if the printing 
network as disclosed by Chan were to be used in a hotel, the location information must 
comprise hotel information and the server to be used must be a hotel server. The 
function that is being carried out would be the same regardless of where the printing 
network, as disclosed by Chan, was located. Regarding the identification information, it 
is old and well known that various forms of identification can be used depending on the 
situation. If the case of a hotel it would have been obvious that the identification 
information would be the room key information. It is old and well known that when 
staying at a hotel, or the like, information is kept under the room that you stayed at, the 
credit card used to pay for the stay, and/or the last name and first name of the individual 
staying and/or paying for the hotel room. 



Application/Control Number: 1 0/000,468 Page 6 

Art Unit: 3629 

14. In regards to claim 20, it would have been obvious that if an individual was 
staying at a hotel and using the hotel's network services user identification must be 
given to the individual by the hotel in order to use the hotel's network services. 

15. Claims 39 - 40 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chan etal. (US Patent 6,378,070 B1) in view of Tognazzini (US Patent 6,195,420 B1). 

16. In regards to claim 39, Chan is disclosed above but fails to teach printing billing 
information. 

Tognazzini, however, does teach a system where a hotel guest receives a 
printed copy of the bill. As a result, the Tognazzini discloses that the invention allows a 
hotel guest increased flexibility in determining when the bill is prepared and how 
disputes over errors or omissions are resolve (Column 1 Lines 61 - 64). 

Therefore, it would have been obvious to one of ordinary skill at the time of the 
invention in view of the teachings of Tognazzini to modify Chan to have an option of 
printing billing information in order to allow a hotel guest increased flexibility in 
determining when the bill is prepared and how disputes over errors or omissions are 
resolve. 

17. In regards to claim 40, Tognazzi discloses that in-room checkout systems are 
offered by many hotels in order to permit a guest to view the bill and authorize payment 
(Column 1 Lines 11-12). 

Response to Arguments 

18. Applicant's arguments filed September 19, 2006 have been fully considered but 
they are not persuasive. 
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19. Objections to claims 25 and 34 are withdrawn. 

20. 35 U.S.C. § 1 12, second paragraph, rejections to claims 4 and 25 are withdrawn. 

21 . Regarding the arguments towards the rejections made against claim 1 , the 
applicant points out that "...claims 7 and 29 are directed to computer process steps and 
a computer medium, respectively, and substantially correspond to Claim 1." However, 
examiner finds no evidence of computer process steps found in claim 7, but "A method 
according to Claim 1, wherein the location information comprises hotel information and 
identification information comprises hotel room key information." Examiner believes that 
applicant is referring to claim 27. For the purposes of this examination, the examiner 
will treat all rejections made for claim 7 to be directed to claim 27 only. 

22. Rejections made towards all dependent claims are maintained due to the lack of 
a reply by the applicant in regards to distinctly and specifically point out the supposed 
errors in the examiner's action in the prior Office Action (37 CFR 1.111). 
Argument regarding Claims 1, 7, and 29 

23. Claim 7 has been discussed above. Applicant points out that Chan fails to 
suggest or disclose uploading, via a network, to a printing service provider (PSP), print 
data information and location information. However, examiner points out that Col. 3 
Lines 54 - 56 of Chan discloses that the document store (PSP) receives and stores 
encrypted document files (print data information) and associated user identities. 
Applicant further argues that Chan fails to disclose uploading location information. 
However, Chan clearly states that the local computer is attached to a network, for 
example a network supporting the TCP/IP protocol (Col. 3 Lines 24 - 26, see also Col. 
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2 Lines 20 - 21). Further still, applicant discloses that the uploaded location information 
is the IP address on page 19 of the applicant's remarks. The examiner would like to 
point out, again, that because the computer is connected to a TCP/IP protocol it is 
inherent that the IP address is uploaded as well. It is old and well known that a 
computer is always assigned an IP address when connecting to a network and that an 
IP address is a well known means of tracking a plurality of computer connected to a 
network. Henceforth, Chan does indeed disclose uploading print data information and 
location information. 

Applicant further argues that Chan fails to determine identification information 
based on the uploaded location information. Once again, examiner points out that it 
would be inherent that the system would determine the appropriate identification 
information since an IP address is used as tracking means. Moreover, examiner has 
also pointed out that determining identification information based on uploaded location 
information is an old and well known practice that is practiced at university computer 
labs and offices. Further still, Chan discloses a directory server which has access to a 
database of user-profiles and is arranged to receive from requesting process requests 
for specific information for particular users, and returns the specific information to the 
requesting process, in this case location information with identification information of the 
user. 

Moreover, applicant also argues that Chan fails to correlate the identification 
information with the uploaded print data information. Yet Chan discloses that the 
document store also receives requests to forward to specified locations encrypted 
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document files having specified identity (Col. 3 lines 56 - 58) and that it stores the files 
with the associated user identities (Col. 3 Lines 56 - 58). Moreover, examiner has also 
pointed out that determining identification information based on uploaded location 
information is an old and well known practice that is practiced at university computer 
labs and offices, in which the printed data would have a cover sheet containing the 
users identification information such as the user's name. 

Finally, applicant further argues that Chan fails to disclose inputting identification 
information at a printing device, transmitting print data information having the correlated 
identification information from the PSP, and printing the print data information. 
However, Chan again discloses processing means for generating a request for a 
document, the request including the identity of the user, transmitting the request to the 
print server and receiving a document from the print server, and means for printing the 
document for the user (Col. 2 Lines 60 - 61). Moreover, applicant argues that Chan's 
use of a smart card as being and unnecessary expense. However, applicant discloses 
the use of a room key as a means for identifying a user. The examiner fails to see the 
difference of a smart card that contains information regarding a user and a hotel room 
key that contains the hotel guest's information. It is old and well known that hotels use 
smart cards as a substitute for the traditional metal instrument by which the bolt of a 
lock is turned. 

Argument regarding Claims 4 and 36 

24. In regards to the arguments made towards claims 4 and 36, applicant traverses 
the rejections on grounds that Newton is not prior art because of the lack of the 
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publication date. Examiner presented the definition of a server found in the 20 th Edition 
published in 2004. Examiner will still maintain the rejection, but has submitted the 
definition of the term "server" found in the 17 th Edition of Newton's Telecom Dictionary 
published March 2001. 
Argument regarding Claims 9 and 14 

25. Applicant argues that Chan fails to disclose the features claimed in claims 9 and 
14. In response to applicants argument that Chan fails to disclose a server apparatus 
with a processor and a memory medium capable of storing computer executable 
process steps, a recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. Further still, Chan also 
discloses that the document store and directory server are in communication with each 
other for receiving and forwarding necessary information. Nevertheless, examiner has 
already discussed that Chan does indeed disclose all of these features. 

Argument regarding Claims 18 and 31 

26. Examiner has already discussed all of the features above of claims 1 and 29, but 
will discuss the aspect of the invention in which key information is determined in place 
of the identification information. As far as the examiner is concerned, the key 
information is still a form of identification information, which examiner had discussed in 
detail above. Moreover, Chan also discloses the use of a smart card and, as the 
examiner has already discussed, it is old and well known that hotels use smart cards as 
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a substitute for the traditional metal instrument by which the bolt of a lock is turned. 
Moreover, as already discussed above, the location information (IP address) is used for 
tracking and as a result, it would, inherently, include user ID information. Further still, it 
is old and well known that in order to access a network, the user must first have 
authorization to use the network, such as User ID and/or Password, which is also a form 
of tracking a user. 
Argument regarding Claim 35 

27. Examiner has already discussed all of the arguments made by the examiner 
above with the exception of uploading hotel guest information. However, the examiner 
views hotel guest information as nonfunctional descriptive language. As applicant has 
already disclosed on page 8 lines 4-5, hotel guest information comprises room key 
information, which is another form of identification information that the examiner has 
already discussed above. Further still, the applicant has only disclosed a method of 
printing over a network and not over a hotel network and, as a result, has never 
introduced the notion that the method must be carried out in a hotel. Consequently, 
regardless of whether it is hotel guest information, room key information, or user 
identification information the form of ID that is used does not change the function of how 
the method of printing over a network is carried out. 

Argument regarding Claims 24 and 33 

28. Applicant argues that Chan fails to disclose determining whether or not a user is 
authorized to use a particular printer. However, Chan discloses that where security is 
even more important, it is envisaged that the document store would further incorporate 
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authentication functionality, which would allow the document store to authenticate either 
the requesting printer or smart card user. Authentication systems using, for example, 
digital signatures are well known (Col. 4 Lines 13-19). 

29. In conclusion, examiner has maintained all rejections with the exception of claims 
4 and 36 due to applicant's traversal of the rejections on grounds that Newton is not 
prior art. However, examiner has made the necessary corrections. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gerardo Araque Jr. whose telephone number is 
(571)272-3747. The examiner can normally be reached on Monday - Friday 8:30AM - 
4:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (571) 272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



GA 

11/11/06 




